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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bank et al (US 5,449,802) in view of Kleyer et al(US 5,359, 111). 

The instant claimed invention is directed to a hydrosilylation reaction for making 
compounds of formula 3 or 4 1 by reacting a compound of formula 1 and formula 2 2 in 
the presence of a catalyst and an ether compound having no aliphatic triple bond. 

a 

Bank et al disclose a hydrosilylation reaction that encompasses the reactants of 
the instant claim 3 . The reaction is done with compounds called accelerators. Bank 
discloses the use of acetylenic ethers as accelerators. The examiner recognizes that 
this accelerator is expressly excluded from the instant claims. 

Kleyer et al disclose a hydrosilylation reaction that encompasses the reactants of 
the instant claim 4 . Kleyer discloses a method of controlling the reaction by using an 
oxygen containing gas. Kleyer states that suitable oxygen containing gases include 



1 See claim 1 . 

2 See claim 1 . 

3 See columns 1-4 for example. 

4 See columns 1-5. 
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ethers such the allyl and vinyl ethers 5 . The prior art fails to explicitly disclose using the 
claimed ethers. 

Thus the prior art generally teaches the instant claimed hydrosilylation reaction in 
the presence of ethers. It would have been obvious at the time that applicant's invention 
was made to have done a hydrosilylation reaction in the presence of ethers with a 
reasonable expectation of success. Although Kleyer and Bank do not explicitly disclose 
all the claimed ethers they would be prima facie obvious because a skilled artisan would 
reasonably expect other oxygen containing gases to be useful for controlling a 
hydrosilylation reaction. Moreover, a skilled artisan would be motivated to use other 
ethers based on such factors as availability and cost. 

Applicant showing of unexpected results has carefully been considered but found 

to be unpersuasive. The showing demonstrates superior results when an ether 

» 

compound is compared with no ether being used. However, the closest prior art uses 

■ 

acetylenic ethers. Applicant has not demonstrated superior results compared to this 
compound. Also, the prior art suggest the use of allyl and vinyl ethers. No comparison 
to these ethers has been demonstrated by applicant. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel A. Barts whose telephone number is 571-272- 
2870. The examiner can normally be reached on 6:30-3:00. 



5 See column 5 lines 36-47. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on 571-272-0871 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

> 

Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Samuel A Barts/ 
Primary Examiner 
Art Unit 1621 

sb 



